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Application No. 
09/473,055 



Applicant(s) 



Tadokoro et al 



Examiner 



Peter Chin 



Art Unit 

1731 




The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3_ 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED {35 U.S.C, § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) K Responsive to comnnunication(s) filed on Jun 21, 2001 • 



2a) K This action is FINAL. 



2b) □ This action is non-final. 



3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 



Disposition of Claims 

4)K. Claim(s) 1-14 



4a) Of the above, claim (s) 
5)0 Claim{s) 



6)1x1 Claim(s) 1-14 

?)□ Claim(s) 

SlD Claims 



is/are pending in the application. 
_ is/are withdrawn from consideration. 

Is/are allowed. 

Is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are objected to by the Examiner. 

1 1 )□ The proposed drawing correction filed on is: alD approved bjD disapproved. 

1 2) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
ajD All blD Some* clD None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

1 5} 0 Notice of References Cited (PTO-892) 

16} n Notice of Draftsperson's Patent Drawing Review {PTO-948) 

17} n Infonnation Disclosure Statement|s) (PTO-1449) Paper No(s). 



18}C] Interview Summary (PTO-413} Paper No(s}. 

1 9} O Notice of Informal Patent Application (PTO-1 52) 
20} □ other; 



U. S. Patent and Trademark Office 



PTO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 6 
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DETAILED ACTION 



1. The disclosure is objected to because of the following informalities: 

In regard to the amendment made to the specification, page 15, paragraph beginning on 
line 5, compounds (b)-(c), (d)-(f) are not imidazoles. 

Page 16, it is again noted that formulas (e) and (h), "OCOR" should be COOR to be 
consistent with the left side of compound formula. 

Appropriate correction is required. 

2. Claims 1-14 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claims must be rewritten in proper idiomatic English. The claims are confusingly 
written. Claims 1 and 14 , line 4 of each claim, it is not clear what a "material pulp" is; is it virgin 
pulp? Additionally it is not entirely clear as to whether the compound alone is being claimed or it 
is claimed in combination with pulp containing at least 10% deinked pulp. However, according to 
what is understood of the Hmitations which are based on the paper properties, pulp and the 
amount added to the pulp and formed into a paper sheet, it is assumed that the pulp containing the 
compound is being claimed. Therefore, the preamble of the claim should clearly state that it is the 
combination of the compound and the pulp blend containing at least 10% deinked pulp. 
Claim 2, R4 should not include hydrogen since Yj and/or can be hydrogen. 
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Claim 7, claim 1 already recites this limitation. If this claim is intended to be a method 
claim, it should be rewritten as an independent method claim. Claim 1 is apparently a product by 
process claim, 

3. Claims 1-14 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Hutcheson (5,393,334 or 5,417,753) or Padbury et al 
(2,772,967). 

The claims are rejected as set forth in the previous Office Action, Paper No. 4. Note in 
regard to claim 2, that Hutcheson disclose amides as claimed. 

4. Applicant merely states that Hutcheson and Padbury do not show the invention. These 
references disclose the claimed compounds. 

5. THIS ACTION IS MADE FINAL, AppUcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi-om the mailing date 
of this final action. 
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6. 



Any inquiry concerning this communication or earlier communications from the examiner 



should be directed to Peter Chin whose telephone number is (703) 308-2046. The examiner can 
normally be reached from Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Stanley Silverman, can be reached on (703) 308-3837, The fax phone number for the 
organization v^here this application or proceeding is assigned is (703) 305-7718. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0651. 





